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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 09 July 2004 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E0 Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Applicant's arguments are not persuasive and the art rejection of Barmore (US 
6,647,451) still stands in view of the following grounds of rejection. 

Response to Applicant's Arguments 

1. The Attorney of record, Kelly Kordzik, cannot overcome the Examiner's claim 
rejection by making a declaration. Affidavits or declarations to overcome a rejection of a 
claim or claims must be made by the inventor or inventors of the subject matter of the 
rejected claim(s), a party qualified under 37 CFR 1.42, 1.43, or 1.47, or the assignee or 
other party in interest when it is not possible to produce the affidavit or declaration of the 
inventor(s). Thus, where all of the named inventors of a pending application are not 
inventors of every claim of the application, any affidavit under 37 CFR 1.131 could be 
signed by only the inventor(s) of the subject matter of the rejected claims. Further, 
where it is shown that a joint inventor is deceased, refuses to sign, or is otherwise 
unavailable, the signatures of the remaining joint inventors are sufficient. However, the 
affidavit or declaration, even though signed by fewer than all the joint inventors, must 
show completion of the invention by all of the joint inventors of the subject matter of the 
claim(s) under rejection. In re Carlson, 79 F.2d 

Specifically, the following parties may make an affidavit or declaration under 37 
CFR 1.131: 

(A) All the inventors of the subject matter claimed. 

(B) An affidavit or declaration by less than all named inventors of an application is 
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accepted where it is shown that less than all named inventors of an application 
invented the subject matter of the claim or claims under rejection. For example, 
one of two joint inventors is accepted where it is shown that one of the joint 
inventors is the sole inventor of the claim or claims under rejection. 

(C) **> If a petition under 37 CFR 1 .47 was granted or the application was 
accepted under 37 CFR 1 .42 or 1.43, the affidavit or declaration may be signed 
by the 37 CFR 1.47 applicant or the legal representative, where appropriates 

(D) The assignee or other party in interest when it is not possible to produce the 
affidavit or declaration of the inventor. 

(Ex parte Foster, 1903 CD. 213,105 O.G. 261 (Comm'r Pat. 1903)) 

2. The Attorney's declaration filed on 7/9/04 under 37 CFR 1.131 has been 
considered but is ineffective to overcome the Barmore reference. The evidence 
submitted is insufficient to establish diligence from a date prior to the date of the 
Barmore reference to either a constructive reduction to practice or an actual reduction to 
practice. 

3. It is apparent to Examiner that Applicant's Attorney was trying to show diligence. 
However, an applicant must account for the entire period during which diligence is 
required. Gould v. Schawlow, 363 F.2d 908, 919, 150 USPQ 634, 643 (CCPA 1966) 
(Merely stating that there were no weeks or months that the invention was not worked 
on is not enough.); In re Harry, 333 F.2d 920, 923, 142 USPQ 164, 166 (CCPA 1964) 
(statement that the subject matter "was diligently reduced to practice" is not a showing 
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but a mere pleading). A 2-day period lacking activity has been held to be fatal. In re 
Mulder, 716 F.2d 1542, 1545, 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR 1.131 
issue); Fitzgerald v. Arbib, 268 F.2d 763, 766, 122 USPQ 530, 532 (CCPA 1959) 

4. The diligence of attorney in preparing and filing patent application inures to the 
benefit of the inventor. Conception was established at least as early as the date a draft 
of a patent application was finished by a patent attorney on behalf of the inventor. 
Reasonable diligence is established if attorney worked reasonably hard on the 
application during the continuous critical period. If the attorney has a reasonable 
backlog of unrelated cases which he takes up in chronological order and carries out 
expeditiously, that is sufficient. Work on a related case(s) that contributed substantially 
to the ultimate preparation of an application can be credited diligence.). 

5. The Examiner cannot speculate as to the attorney's docket and/or backlog for the 
two weeks it took for receiving the application and approving the final draft for the 
application, therefore, what is needed is a specific statement from attorney stating that 
the handling of applicant's filing was in a normal course of business. 

6. Furthermore, it was also apparent to Examiner that Applicant's Attorney was 
trying to show conception, however, the evidence submitted is insufficient to establish a 
conception of the invention prior to the effective date of the Barmore reference. While 
conception is the mental part of the inventive act, it must be capable of proof, such as 
by demonstrative evidence or by a complete disclosure to another. Conception is more 

* 

than a vague idea of how to solve a problem. The requisite means themselves and 
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their interaction must also be comprehended. See Mergenthaler v. Scudder, 1897 
CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 

7. Specifically, the draft application submitted as exhibit B is regarded by Examiner 
to be essentially similar to the filed application and would establish conception. 
However, what is still needed is an affidavit from the inventors clearly explaining 
conception of the filed application where conception occurs prior to the date of the 
reference, but reduction to practice is 

afterward, it is not enough merely to allege that applicant or patent owner had been 
diligent. Ex parte Hunter, 1889 CD. 218, 49 O.G. 733 (Comm'r Pat. 1889). Rather, 
applicant must show evidence of facts establishing diligence. In determining the 
sufficiency of a 37 CFR 1.131 affidavit or declaration, diligence need not be considered 
unless conception of the invention prior to the effective date is clearly established, since 
diligence comes into question only after prior conception is established. 
Ex parte Kantor, 177 USPQ 455 (Bd. App. 1958). 



Conclusion 



THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tammara Peyton whose telephone number is (703) 
306-5508. The examiner can normally be reached between 6:30 - 4:00 from Monday to 
Thursday, (I am off every first Friday), and 6:30-3:00 every second Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin, can be reached on (703) 308-3301 . The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
305-3718. Any inquiry of a general nature of relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 305- 
3900. 

Mailed responses to this action should be sent to: 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231. 
Faxes for Official/formal (After Final) communications or for informal or draft 
communications (please label "PROPOSED" or "DRAFT" or "OFFICIAL") sent to: 



Hand-delivered responses should be brought to: 
USTPO, 2011 South Clark Place, Customer Window 

Crystal Plaza Two, Lobby Room 1B03, Arlington, VA, 22202Crystal Park II, 2121. 



(703) 872-9306 



Tammara Peyton 
September 27, 2004 




